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1. Parties and Contested Domai n Nane

The conplainant in this proceeding is THE PEP BOYS
MANNY, MOE & JACK OF CALI FORNI A (‘ Pep Boys’) of
Phi | adel phia, Pennsyl vani a, USA

The respondent is E- COMMERCE TODAY, LTD. (‘E-Commerce’) of
Norton, Virgina, USA

The domain nane at issue is ‘pep-boys.com, registered by
t he respondent with Network Solutions, Inc. (‘NSI’"), of
Her ndon, Virginia, USA.

The conpl ai nt was brought pursuant to the Uniform Domain
Nanme Di spute Resolution Policy (‘I CANN Policy’ ), avail able
at http ://ww. eresol ution.cal/services/dnd/ p_r/icannpolicy.
ht n>, whi ch was adopted by the Internet Corporation for
Assi gned Nanes and Nunbers on October 24, 1999.

Pursuant to paragraph 4(d) of the I CANN Policy, Pep Boys
sel ected the Disputes.org/eResolution Consortiumas the

| CANN- approved administrative dispute resolution service
provider to adm nister this proceeding.



Pursuant to NSI's fornmer policy concerning contested donain
nanes, NSI has placed the domain nane in question in a
‘“hold” state in which presumably the domain nane remains to
this date.

2. Procedural History

On March 9, 2000, Pep Boys filed its conplaint

el ectronically with e.Resolution through the e.Resol utiuon
web site. The hard copy of the conplaint was received by
e. Resol ution on March 13, 2000.

To this day, E-commerce has not filed any formal response
to the Conpl aint.

G ven that neither party had requested a three-nenber
panel, eResol ution selected the undersigned,

Peter L. M chael son, fromthe Di sputes.org/eResol ution
Consortiumlist of arbitrators to serve as the sole
panelist (arbitrator) in this proceeding. On April 19,
2000, eResolution notified the parties of the panel

appoi ntmrent and that barring exceptional circunstances a
deci si on woul d be handed down by May 4, 2000.

3. Factual Background

| nasmuch as the Respondent, E-Commerce, has failed to
respond to the Conplaint, all the facts alleged by the
Conpl ai nant, Pep Boys, will be accepted as true. For
conveni ence of the reader, the factual allegations, to the
extent needed, fromthe Conplaint are reproduced bel ow

The follow ng marks are in question:

PEP BOYS PEPBOYS. COM The marks are used by the Conpl ai nant
in connection with vehicle stores, parts, accessories and
services; credit card services; information in the field of
vehi cl e products, services, care and mai ntenance provi ded
on-line and via the Internet; e-conmmerce; parts delivery;
vehicle oils, lubricants, additives, and fluids; hand

cl eaners; batteries; vehicle appearance products and

cl eaners; key rings; noney clips; pocket knives; tape
measures; cigarette lighters; pens; playing cards;
portfolios; pen and pencil sets; tote and duffle bags;
unbrel | as; backpacks; gl asses, nugs, sports bottles and
beverage cool ers; beach towels; clothing and hats; toys;



footballs and golf balls; teddy bears; and sports
exhi bitions.
The Conpl ai nant has supplied copies of its US trademark
registration certificates, as an annex to its conplaint.
The marks are, listed by mark, registration No. and issue
date (hereinafter the *PEP BOYS famly of marks):
THE PEP BOYS Manny, Mde & Jack 310, 199
February 13, 1934
PEP BOYS (bl ock letter) 1,288,346 July 31, 1984
PEP BOYS (bl ock letter) 1,472,747 January 19, 1988
PEP BOYS (bl ock letter) 1,562,598 Cctober 24, 1989
PEP BOYS & Design 1,699,427 July 7, 1992
PEP BOYS & Design 1,883,212 March 14, 1995
1- 800- PEPBOYS 1, 997, 613 August 27, 1996
PEP BOYS & Design 2,026, 793 Decenber 31, 1996
PEP BOYS (bl ock letter) 2,036, 750
February 11, 1997
PEP BOYS EXPRESS (bl ock letter) 2,226,116
February 23, 1999
PEP BOYS EXPRESS (stylized) 2,228,755
March 2, 1999.

The domain nanme in question is identical to the
Conpl ai nant' s PEP BOYS nane and mark, the mark having
becone incontestabl e under section 15 of the the Lanham Act
15 USC § 1065. The domain nane is also virtually identica
to Conpl ai nant's domai n nanme, PEPBOYS. COM whi ch
Conpl ai nant previously registered with NSI over seven years
ago. A copy of that domain nane registration fromthe WHO S
dat abase i s annexed (www. networksol utions.com cgi -

bi n/ whoi s/ whoi s/ ?STRI NG=pepboys.con). The only difference
bet ween the domai n nanme in question and that owned by the
Conpl ainant is the interposition of a hyphen between the
words ‘ PEP" and ‘BOYS in the forner

4. Parties’ Contentions

The Conpl ai nant contends that:

(a) the domain nane in question is identical to its
regi stered trademarks;

(b) any rights E-Commerce has in the donmain nane in
contention are illegitimte; and

(c) E-Comrerce has registered this domain nane in bad
faith.

A Simlarity



As to simlarity to its registered trademarks, the
Conpl ai nant has provi ded copies, as noted above, of various
ones of its US trademark registrations, along with
appropriate title reports indicating title, to the nmarks

cl osest to the domain nane in question, currently exists in
t he Conpl ai nant .

B. Illegitimacy

The Conpl ai nant has been known by, and has been using, the
name and mark PEP BOYS for over 70 years. Pep Boys is a
"Fortune 500" conpany, traded on the New York Stock
Exchange. It is a | eading autonotive after-narket retai

and service chain in the US., with billions of dollars of
sal es, annually, under its ‘PEP BOYS mark. Over the years,
Pep Boys has spent mllions of dollars in advertising and
pronoting its ‘PEP BOYS mark, in national network and
cabl e tel evision advertising (including progranms such as
the baseball World Series and NFL and NCAA football),
radi o, and maj or city newspapers. Pep Boys al so has
sponsored nmj or events, such as the PEP BOYS | NDY RACI NG
LEAGUE. As a result, and due to the endearing nature of the
caricatures of its founders, "Manny, Me & Jack", the PEP
BOYS mar k has becone fanous.

Many of the federal registrations noted above are now

i ncont establ e under the Lanham Act. Based on those

regi strations, Pep Boys has exclusive rights to use the
marks in the PEP BOYS fami |y of nmarks, specifically

i ncluding the * PEP BOYS nmark, throughout the United States
in connection with the goods and services |listed in those
regi strations. Moreover, the ‘PEP BOYS mark (and all of
the marks in the ‘PEP BOYS famly of marks) is highly
distinctive, and is not descriptive of any goods or
services with which the mark is registered.

When Pep Boys first | earned of Respondent's registration of
t he PEP- BOYS. COM domai n nane, there was no active web site
whi ch coul d be accessed by that URL. Pep Boys pronptly sent
a letter to the Respondent, advising it of Pep Boys'

i ncontestable rights in Pep Boys' federally registered * PEP
BOYS mark. Through its response, Respondent provided no
basi s what soever for any claimof legitimate rights or
interest in the PEP BOYS nane, and made no cl ai mof use of
the mark in connection with any identified goods or
services. Wien Pep Boys invoked the then existing domain
name di spute policy of Network Solutions, Inc. ("NSI"),



Respondent did not even respond. See NSI's May 28, 1999
noti ce placing the domain name on "hol d" status, a copy of
whi ch i s annexed.

Hence, the Conpl ai nant concludes that in |light of the fane
of Conpl ai nant's PEP BOYS nane and mark and the

i ncontestabl e trademark rights Pep Boys enjoys therein,
Respondent could not claimany legitimate interests in the
contested domai n nanme, conprised solely of the PEP BOYS
mark (plus the top level domain *.coni).

C. Bad Faith

The di stinctiveness, fame and public recognition of, and
goodwi I I in, the PEP BOYS nane and mark is a basis, in and
of itself, to infer Respondent's bad faith; that is, that
Respondent registered the mark as a domain nane primarily
for the purpose either of renting or selling it; to
interfere with Pep Boys' business and thereby cause Pep
Boys to pay Respondent to relinquish the domai n nane;
and/or to attract Internet users to a web site or on-line
| ocation for commercial gain, by relying on their m staken
i npression that the domain nane relates to Pep Boys.

According to the WHO S dat abase of NSI, Respondent has

regi stered numerous domai n nanes. Included anong these are
may which incorporate the fanous nanes, or trademarks, of
ot hers. For exanple, there are several using the names of
fanmous basebal | players Mark McGm re and Sanmy Sosa:

( SOSABASEBALL. COM MCGW REATHLETI CS. COM

MCGW RECOLLECTOR. COM SOSACOLLECTOR. COM

MCGW REBASEBALL. COM SOSATSHI RTS. COM

MCGW RECOLLECTI BLES. COM MCGW REMEMORABI LI A. COM
SOSATRADI NG COM  SOSACOLLECTI BLES. COM  SOSAMEMORABI LI A. COM
MCGW REBASEBALL. COM SOSATRADER. COM  SOSASPORTS. COM

MCGW RETSHI RTS. COM  SCSAATHLETI CS. COM  MCGW RETRADER. COM
MCGW RESPORTS. COM MCQW RETRADI NG. COM) . Respondent al so has
regi stered the domai n nanes SHI P- UPS. COM and SHI PFEDERAL
EXPRESS. COM as well as the registered trademarks of other
parties. E.g., VISITDOLLYWOOD. COM ARTURO FUENTECI GARS. NET;
ADVANCEAUTO- PARTS. COM  DUNHI LLI NTERNATI ONAL. COM

Finally, Respondent has solicited Pep Boys' representative
to "tender to [Respondent’'s Chairman] an offer to purchase
t he domai n nanme: PEP-BOYS.COM'. At no time did Pep Boys
raise wth Respondent the possibility of Pep Boys' purchase
of the domain nanme in question



5. Discussion and Fi ndi ngs

In view of the lack of any response filed by E-Commerce,
the arbitration has proceeded by way of default. Hence, in
t he absence of any refuting evidence, all the facts and

al l egations submitted by the Conpl ai nant, Pep Boys, are
accepted as true.

Even apart fromjudging this proceeding through default of
t he Respondent, the panel mekes the follow ng specific
fi ndi ngs:

A Simlarity

No doubt exists whatsoever that the domain nane in
guestion, while not absolutely identical to the

Compl ainant’s regi stered mark (*PEP BOYS ), is clearly
sufficiently simlar to it as to cause a |ikelihood of
confusion to arise between the rel evant consuners of the
Conpl ai nant and those who view the domain nane in question.
Such confusion, should it occur, would undoubtedly cause
consunmers to think that a relationship of some sort exists
bet ween t he Conpl ai nant and t he Respondent, when, in fact,
no such relationship exists at all.

The difference between the donmain nane and the registered
mar k, being the inposition of a hyphen between the words

‘PEP" and ‘'BOYS, is so de mininus that it is utterly

i nadequate to preclude any such confusion from occurring.

As such, sufficient simlarity exists.

In fact, for the reasons set forth below with respect to
Il1legitimcy and Bad Faith, given the conduct of E-Commerce
particularly as evidenced by its registrations of |arge
nunbers of domai n names bearing very high degrees of
simlarity to other well known nmarks and nanes of
contenporary notorious individuals as well as an offer to
sell the domain nanme in question to the Conpl ai nant (see
letter fromM. J. Jack Kennedy, Chairman of E-Comrerce,
dated February 3, 2000 to Ms. Marsha G Gentner, Esq., Atty
for Conplainant -- copy contained in Annex to Conpl aint),
t he panel concludes that:

(i) E-Commerce intentionally chose the donmain nanme in
question for its high and nearly identical degree of



simlarity with the principal mark under which the
Conpl ai nant undertakes its business, and

(iit) with the principal reason of causing consumer
confusion to occur in order to injure the Conplainant’s
busi ness and reputation should the donmai n nane becone
active in an attenpt to induce the Conplainant to purchase
t he donmain nane fromthe Respondent.

B. Illegitimacy

Based on the evidence submitted by the Conpl ai nant, the
panel finds that, since the inception of the ‘ PEP BOYS
mar k dating from 1925, this mark along with its progeny
have garnered extensive recognition in the marketplace to

t he point where these marks currently have acquired

consi derabl e goodw || as a source and quality identifier of
t he goods and services, i.e. autonotive and |ight truck

af termar ket products and services, provided by the
Conpl ai nant .

Though the Respondent in its February 3, 2000 letter to

Ms. Gentner, Atty for Pep Boys, stated that it ‘registered
t he donmai n nane sone several nonths ago with an intent to
use it in a business venture unrelated to that of your
client’, the Respondent has provided absolutely no proof of
such a venture and particularly no proof that, even if the
Respondent were to use the mark as it suggests, that

venture would neither illicitly trade upon the fanme now
i nherent in the ‘PEP BOYS famly of marks nor dilute the
goodwi I | associated with any of the marks in this famly.

Furthernore, the panel concludes that based on the evidence
presented, the mark ‘ PEP BOYS has attained status as a
‘fanpbus mark’, under the provisions of 15 USC § 1125
(c)(1), given: the 70+ year duration during which the mark
has been in active use; the highly distinctive nature of
the mark; the extensive nature and extent of advertising
undert aken during that period; the national nature of the
mar ket served through the mark; the recognition which the
mar kK has achi eved t hroughout the US as a source/quality

i ndi cator of the Conplai nant’ s busi ness, as conpared to no
recogni tion whatsoever for the domain nane in question with
t he Conpl ai nant’ s busi ness.

Hence, the panel is unpersuaded that E-Commerce has any
legitimate rights in the domain nane in question.



C. Bad Faith

G ven the Respondent’s repetitive conduct in registering a
pl et hora of domai n nanes, that included the names of
contenporary individuals who possess far-reaching fane,
coupled with an expressed intent, rather than legitim zing
its use of the domain nane in question, to sell that domain
nanme to the Conpl ai nant when faced with enforcenent action
over that name, the panel concludes that the Respondent’s
actions in registering the present domai n nanme anmount to
nothing less than an attenpt to register and hold the
present nanme ‘hostage’ in pursuit of a sufficiently |arge
ransom fromits rightful user. Such actions clearly evince
bad faith in violation of the Anti-Cypersquatting

provi sions of the Lanham Act (15 USC § 1125(d)(1) with ‘bad
faith’ being defined in 15 USC § 1125(d)(1)(B)(i)).

6. Award
Accordingly, the relief sought by the Conplainant is

granted. The domain nane is ordered transferred to the
Conpl ai nant .

May 3, 2000

Peter L. M chael son, Arbitrator
Red Bank, New Jersey USA



