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•Intellectual property practitioner for 27+ years (since 1979)
• IP practice heavily emphasizes patent matters involving electronics and software, and 
mechanical technologies; and trademarks
• 1984 to present -- Michaelson and Associates; 1982-1984 -- Patent Atty., Pennie and 
Edmonds; 1979-1982 -- Member Legal and Patent Staff, Bell Telephone Laboratories)

• Arbitrate/mediate IT/IP/technology and other disputes for 16+ years (since 1991)
• Member of WIPO, CPR, AAA, NAF, ICC and LCIA and various other US and foreign 
mediation and arbitration panels for IP/IT/commercial and other matters
• Member of WIPO, CPR, NAF and ADNDRC (Asian Domain Name Dispute 
Resolution Centre) ICANN arbitration panels for domain name disputes 

• Fellow and Chartered Arbitrator, Chartered Institute of Arbitrators (UK)
• Accredited Mediator – Centre for Effective Dispute Resolution (CEDR)  (UK)
• Mediator/arbitrator for USDC EDNY and mediator for NJ Sup. Ct.

• Court-appointed expert in patent law for USDC DNJ

• For detailed CV, see www.mandw.com/mich.html

Peter L. Michaelson, Esq.
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• Any person may initiate 
an administrative 
proceeding by 
submitting a Complaint 
to any Provider 
approved by ICANN

• The Provider reviews 
the Complaint for 
compliance with the 
UDRP’s administrative 
and procedural rules

Procedure: The Complaint

Presenter�
Presentation Notes�
See Rules 3(a), 4(a)�



Procedure: Notification of Complaint

• If the Complaint 
complies with the 
Rules and Policy, the 
Provider shall notify 
the Respondent of the 
Complaint

• Notice by email, fax 
and courier

• Respondent has 20 
days to submit a 
Response

Presenter�
Presentation Notes�
“The date of commencement shall be the date on which the Provider completes its responsibilities under Paragraph 2(a) in connection with forwarding the Complaint to the Respondent.” Rules ¶ 4(c).

Rules ¶ 2(a):
When forwarding a complaint to the Respondent, it shall be the Provider's responsibility to employ reasonably available means calculated to achieve actual notice to Respondent. Achieving actual notice, or employing the following measures to do so, shall discharge this responsibility: 

(i) sending the complaint to all postal-mail and facsimile addresses (A) shown in the domain name's registration data in Registrar's Whois database for the registered domain-name holder, the technical contact, and the administrative contact and (B) supplied by Registrar to the Provider for the registration's billing contact; and

(ii) sending the complaint in electronic form (including annexes to the extent available in that form) by e-mail to: (A) the e-mail addresses for those technical, administrative, and billing contacts; (B) postmaster@<the contested domain name>; and	(C) if the domain name (or "www." followed by the domain name) resolves to an active web page (other than a generic page the Provider concludes is maintained by a registrar or ISP for parking domain-names registered by multiple domain-name holders), any e-mail address shown or e-mail links on that web page; and

(iii) sending the complaint to any address the Respondent has notified the Provider it prefers and, to the extent practicable, to all other addresses provided to the Provider by Complainant under Paragraph 3(b)(v).
�



Procedure: Response

• Respondent can 
refute the factual 
claims and legal 
arguments

• WIPO offers model 
form for Response on 
its website



Procedure: Composition of the Panel

• Complainant Options
• Respondent Options
• Provider Responsibilities

Presenter�
Presentation Notes�
Complainant
Complainant indicates whether it wants to have a single-member or a three-member panel
If Complainant elects to have a three-member panel, then it pays for the full panel and may nominate three candidates to serve as one of the Panelists
Respondent
If Complainant has elected a single-member panel in the Complaint, Respondent can elect to have a three-member panel (though it must pay half the panel fees)
If either party elects to have a three-member panel, Respondent may also nominate up to three candidates to serve as one of the Panelists
Provider/WIPO
	In one member panel cases, WIPO appoints one panelist – bearing in mind language skills, time availability, conflicts, and citizenship (same if both parties from the same country; generally from a third country if the parties are from two different countries)
	In three member panel cases, WIPO attempts to appoint one panelist from each party list and then circulates a list of 5 possible chairs, giving the parties the right to rank the nominees; WIPO then appoints the neutral with the highest combined ranking�



Procedure: Conflicts and Impartiality
“I am independent of each 
of the parties.  To the best 
of my knowledge and 
belief, there are no facts or 
circumstances, past or 
present, or that could arise 
in the foreseeable future, 
that need be disclosed as 
they might be of such a 
nature as to call in to 
question my independence 
in the eyes of one or both 
of the parties.”



Procedure: The Decision
• The Panel generally 

has 14 days to forward 
its decision to the 
Provider

• Provider communicates 
the decision to the 
parties, the Registrars, 
and ICANN

• Provider generally 
publishes the decision 
on its web site

Presenter�
Presentation Notes�
See Rules ¶ 15 and 16�



Procedure: Enforcement
• Registrar waits 10 days
• If no challenge, 

Registrar transfers or 
cancels domain name, 
as ordered by Panel

• If either party files suit in 
appropriate court, 
Registrar suspends 
action pending court 
order or decision



Elements of a Claim

• Domain name is identical or 
confusingly similar to a 
trademark in which the 
complainant has rights.

• Respondent has no rights or 
legitimate interests in the 
domain name.

• Respondent registered and 
used the domain name in bad 
faith.



Trademark Rights

• Federally registered 
marks enjoy prima facie 
evidence of validity

• Complainants must 
prove trademark rights 
in common law marks

• Use in commerce

• Secondary meaning 
for descriptive marks

Presenter�
Presentation Notes�
Dec. Over. 1.1  If a complainant owns a registered mark, then it generally satisfies the threshold requirement of having trademark rights.
The registration is entitled to less deference, however, if it is in a jurisdiction in which the registration issued upon application without any substantive examination (e.g., state registration)
A trademark need not be registered to be entitled to protection under the ACPA.  DaimlerChrysler v. Net. Inc., 388 F.3d 201, 205 (6th Cir. 2004).
A trademark need not be registered to be entitled to protection under the UDRP.  See, e.g., Australian Trade Commission v. Matthew Reader, WIPO Case No. D2002-0786 (Nov. 12, 2002).
However, a complainant asserting common law trademark rights in a descriptive term must show that the mark has acquired secondary meaning.  Id.; Amsec Enterprises, L.C. v. Sharon McCall, WIPO Case No. D2001-0083 (Apr. 3, 2001).

The majority view is that a trademark licensee or a related company to the trademark holder, such as a subsidiary or parent, does have rights in a trademark under the UDRP.  Telcel, C.A. v. Jerm, WIPO Case No. D2002-0309 (June 5, 2002); Toyota Motor Sales U.S.A. Inc. v. J. Alexis Productions, WIPO Case No. D2003-0624 (Oct. 16, 2003).

�



Trademark Rights
www.scubadiving.biz

Presenter�
Presentation Notes�
Generally, a generic name cannot be protected under the UDRP.  So, for example, in a STOP proceeding, I found the term “scuba diving” is generic for a magazine on scuba diving and is thus not protectable.  Rodale, Inc. v. Cambridge, WIPO Case No. DBIZ2002-00153 (June 28, 2002).  Complainant alleged ownership of a trademark registration, but upon independent investigation, I saw that it disclaimed rights in the generic “scuba diving.”  Granted RDNH in light of bad faith conduct.�



Identical or Confusingly Similar

www.NHLCoolShots.com

www.ElectronicBotique.com

www.0xygen.com

www.BunsAndNoble.com

Presenter�
Presentation Notes�
Identical – ignore TLD, punctuation, design elements
Confusingly similar – typosquatting
Another test is if similar in sound to a protected mark, as in the website bunsandnoble.com.  Barnes & Noble College Bookstores, Inc. v. Leasure Interactive, WIPO Case No. D2001-1216 (March 25, 2002) (bunsandnoble.com similar in sound and therefore confusingly similar to Barnes & Noble). �

http://www.barnesandnoble.com/index.asp?z=y&r=1


Identical or Confusingly Similar

www.wal-martsucks.com

Presenter�
Presentation Notes�
Hotly disputed is what to do if the domain name includes a disparaging phrase

Dec Over 1.3  Majority view: A domain name consisting of a trademark and a negative term is confusingly similar to the complainant’s mark. Confusing similarity has been found because the domain name contains a trademark and a dictionary word; or because the disputed domain name is highly similar to the trademark; or because the domain name may not be recognized as negative; or because the domain name may be viewed by non-fluent English language speakers, who may not recognize the negative connotations of the word that is attached to the trademark.  E.g., Wal-Mart Stores, Inc. v. Richard MacLeod d/b/a For Sale D2000-0662 <walmartsucks.com>, 

Minority view: A domain name consisting of a trademark and a negative term is not confusingly similar because Internet users are not likely to associate the trademark holder with a domain name consisting of the trademark and a negative term.  E.g., in \the fucknetscape.com case, the panel concluded that it is “inconceivable” that anyone seeing this domain name would believe it had any connection with Netscape.  See America Online, Inc. v. Johuathan Investments, Inc., WIPO Case No. D2001-0918 (Sept. 14, 2001). �



Legitimate Interest
• Before any notice to you of the dispute, your use of, or 

demonstrable preparations to use, the domain name or 
a name corresponding to the domain name in 
connection with a bona fide offering of goods or 
services. 

• You (as an individual, business, or other organization) 
have been commonly known by the domain name, 
even if you have acquired no trademark or service 
mark rights. 

• You are making a legitimate noncommercial or fair use 
of the domain name, without intent for commercial gain 
to misleadingly divert consumers or to tarnish the 
trademark or service mark at issue. 

Presenter�
Presentation Notes�
This is the second element of a UDRP Complaint. Complainant bears the burden of proof for each of the elements in the UDRP Policy; thus, the complainant must prove that the respondent lacks a legitimate interest.  UDRP Policy ¶ 4(a).  

Dec Over 2.1  While the overall burden of proof rests with the complainant, panels have recognized that this could result in the often impossible task of proving a negative, requiring information that is often primarily within the knowledge of the respondent. Therefore a complainant is required to make out an initial prima facie case that the respondent lacks rights or legitimate interests. Once such prima facie case is made, respondent carries the burden of demonstrating rights or legitimate interests in the domain name. If the respondent fails to do so, a complainant is deemed to have satisfied paragraph 4(a)(ii) of the UDRP.  The policy provides these non-exclusive examples of ways in which a respondent can show a legitimate interest.

Although not stated as a separate element for an ACPA Complaint, the notion that the registrant does not have any rights to or legitimate interests in the domain name is one of the elements that can be considered as part of the bad faith analysis, described further below.  See Shields v. Zuccarini, 254 F.3d 476 (3d Cir. June 15, 2001) (bad faith found because, in part, defendant Zuccarini has never used the infringing domain names as trademarks). �



Legitimate Interest
www.KennethCole.biz

Presenter�
Presentation Notes�
Another way to prove a legitimate interest is to show that it’s your name.

In this case, Kenneth Cole, the designer, brought challenge to get control of domain name KennethCole.biz.  Respondent, though, successfully defended by showing that it registered domain name on behalf of its client, Kenneth R. Cole, an insurance salesman.
�



Legitimate Interest
www.scholastics.com

Presenter�
Presentation Notes�
The typical legitimate use of a domain name occurs with a bona fide offering of goods and services, as with, for example, the scholastics.com website.  In that case, the complainant owned the service mark and trademark “SCHOLASTIC,” which it had been using since 1922 to identify its publication and distribution of books, magazines, and other educational materials and games.  Among other things, the Complainant’s products included the Harry Potter book series.  The Respondent registered “scholastics.com” as an informative website for chess players. The Panel denied complainant’s request to transfer the scholastics.com domain name to it, notwithstanding the fact that it concluded that the domain name is confusingly similar to Complainant’s service mark and trademark.  The Panel rested its ruling largely on its conclusion that Respondent had legitimate rights to the domain name because he had been using the name “scholastics,”  which corresponds to a term of art in the chess field, in connection with a website offering chess-related information.
�



Legitimate Interest
www.RyanairCampaign.org

Presenter�
Presentation Notes�
Dec Over. 2.4  This section only concerns sites that practice genuine, non-commercial criticism. There are many UDRP decisions where the respondent argues that the domain name is being used for a free speech purpose, but the panel finds that, in fact, the domain name is being used for commercial gain.�In the event that a domain name confusingly similar to a trademark is being used for a genuine non-commercial free speech web site, there are two main views. There is also some division between proceedings involving US parties and proceedings involving non-US parties, with few non-US panelists adopting the reasoning in View 2. 
View 1: The right to criticize does not extend to registering a domain name that is identical or confusingly similar to the owner’s registered trademark or conveys an association with the mark.
View 2: Irrespective of whether the domain name as such connotes criticism, the respondent has a legitimate interest in using the trademark as part of the domain name of a criticism site if the use is fair and non-commercial. Britannia Building Society v. Britannia Fraud Prevention, WIPO Case No. D2001-0505 (July 6, 2001) (britanniabuildingsociety.org); Bloomberg L.P. v. Secaucus Group, NAF File No. 97077 (June 7, 2001) (michaelbloomberg-sucks.com); 
Some indication that there may be a split across the atlantic on this issue  See, e.g., Howard Jarvis Taxpayers Ass’n v. McCauley, WIPO Case No. D2004-0014 (Apr. 22, 2004) (hjta.com).�



Bad Faith
•Offer to sell domain name to 
trademark owner or competitor

•Prevent trademark owner from 
using mark in domain name (if 
Respondent has a pattern of 
such misconduct)

•Disrupt competitor’s business

•Attract Internet users through 
confusion for commercial gain

Presenter�
Presentation Notes�
Bad Faith Under UDRP

Respondent registered or acquired domain name primarily for the purpose of selling it back to the complainant;
Registration of domain name to prevent owner of trademark or service mark from reflecting the mark in a corresponding domain name (if Respondent has a history of doing this);
Registration for the primary purpose of disrupting the business of a competitor;
Registration of the name in an intentional effort to attract Internet users to Respondent’s site by creating a likelihood of confusion with Complainant’s mark. 
�



Bad Faith

marsbar.com

Presenter�
Presentation Notes�
Soliciting offers to buy or lease a domain name is generally viewed as bad faith use of a domain name.  Mars UK Ltd. v. Peters, WIPO Case No. D2002-0181 (Apr. 18, 2002) (offering marsbar.com on Great Domains with invitation for minimum offer of $300 probably sufficient by itself to establish bad faith); Virtual Works, Inc. v. Volkswagen of Am., 238 F.3d 264 (4th Cir. 2001) (exploding offer with threat of auction to public established bad faith); EMI Records Ltd. v. Complete Axxcess, WIPO Case No. D2001-1230 (Dec. 18, 2001) (offering to sell abbeyroad.com for more than any out-of-pocket expenses respondent might have incurred in relation to it after complainant contacted respondent but before filing of claim was evidence of bad faith); Cheesecake Factory Inc. v. cheesecake-factory.com, WIPO Case No. D2001-0648 (June 29, 2001) (respondent acted in bad faith by posting domain name for sale on GreatDomains.com website); Pinehurst, Inc. v. Wick, 256 F. Supp. 2d. 424 (M.D.N.C. 2003) (respondent’s offer to transfer ownership of domain name for financial gain was considered evidence of bad faith).

Some UDRP panels, though, have found that auctioning a domain name does not necessarily demonstrate bad faith.  Id Software, Inc. v. Doom Gaming Connections, NAF File No. 95002 (July 24, 2000) (respondent allowed to keep doom.com even though he tried to auction name on eBay because he had held on to the domain name for five years without trying to sell it).  For example, offering a domain name for sale does not demonstrate bad faith if the respondent has a legitimate interest in the domain name.  See, e.g., Scholastic Inc. v. Master Games Int’l, Inc., WIPO Case No. D2001-1208 (Jan. 3, 2002) (where respondent had established legitimate interest in domain name, his offer to sell domain name to complainant and his listing it for sale at GreatDomains.com were not evidence of bad faith); Etam plc v. Alberta Hot Rods, WIPO Case No. D2000-1654 (Jan. 31, 2001) (no bad faith where respondent offered to sell tammy.com domain name in which it had a legitimate interest). 

Panels have split on whether to consider as evidence offers to sell a domain name made in the context of settlement negotiations.
One panel has stated that an offer to sell the business, not just the domain name, was a significant factor weighing against a finding of bad faith.  Anuncios en Directorios S.A. v. Alvarez, WIPO Case No. D2002-0973 (Jan. 22, 2003).

Bad faith can be found where the defendant proposes to exchange the domain name for any kind of valuable consideration, not just money.  Coca-Cola Co. v. Purdy, 382 F.3d 774, 786 (8th Cir. 2004) (bad faith found where defendant offered to stop using the domain names in exchange for space on the editorial page of the Washington Post).�



Bad Faith
http:// www.SandsOfTheCarribbean.com

Presenter�
Presentation Notes�
Las Vegas Sands, Inc. v. Red Group, WIPO Case No. D2001-1057 (Dec. 6, 2001): 

“It should be emphasized that it is not the simple incorporation of ‘SANDS’ into the domain name that evidences bad faith; the word ‘sands’ is common and in itself unobjectionable. It is the use of ‘SANDS’ for a gambling website. Internet users, when they see the domain name at issue as a result of a search for gambling sites or direct advertising, may assume that there is a connection between Respondent and Complainant because they use the same name in the same field. The additional ‘of the Caribbean’ in the name is no protection, as many famous businesses have multiple locations and may use domain names including geographic identifiers – such as, in this case, the Sands Hotel and Casino in New Jersey and the Sands Expo and Convention Center in Las Vegas.”

�



WIPO Overview of UDRP Decisions
http://arbiter.wipo.int/domains/search/overview/index.html
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